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REMARKS 
CLAIM 1 

Claim 1 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Frederiksen 
(U.S. Patent Publication 2002/0080186) in view of Diedrichsen (U.S. Patent No. 5,920,313). 

Claim 1 provides a computer-readable medium for a handheld device. The device is 
capable of being held with one hand and has a button that is capable of being rotated by and 
actuated by the hand that is holding the device. The computer-readable medium has computer- 
executable instructions for performing steps that include receiving an indication that a user has 
rotated the button and highlighting a window border in response to the rotation of the button. An 
indication that a user has depressed the button is then received and it is determined that the 
button has been depressed long enough to constitute a context menu gesture. A context menu is 
then displayed on the device in response to the context menu gesture. Displaying the context 
menu comprises determining that the window border is highlighted on the display before 
displaying the context menu and displaying a context menu comprising at least one command 
that is specifically relevant to the highlighted window border rather than another area within the 
window. The context menu is displayed while continuing to display and highhght at least a 
portion of the window. 

With the present amendment, the limitation of claim 1 1 has been added to claim 1. 

As amended, claim 1 is not shown or suggested in the combination of Frederiksen and 
Diedrichsen because neither reference shows or suggests highlighting a window border in 
response to the rotation of a button. In the Office Action, paragraph [001 1] of Frederiksen was 
cited as showing highlighting a window border in response to the rotation of a button. 
Apphcants respectfully dispute this assertion. 

The specific language cited states that "... one of the candidates in the candidate string 
bemg highlighted by the cursor whose movement through information candidates is controlled by 
the rolling of the navigation key means, and said highlighted candidate being selectable for 
entering into the string of entered information by pressing the navigation key means." This 



language refers to highlighting a text element in a text string by rotating the navigation key and 
then pressing the navigation key to select and enter the text element into a first display part for 
displaying entered information. An example of this process is discussed in more detail in 
paragraph [0107], and is shown to involve selecting a character or number from a list of 
characters or numbers by rotating the navigation key until the character or number is pointed to 
by a cursor and then pressing the navigation key to select the character or number. 

These sections of Fredericksen do not mention highlighting a window border in response 
to a user rotating a button. They only mention moving a cursor relative to a selected list of items 
in response to a user rotating a button. Similarly, Diedrichsen does not show or suggest 
highlighting a window border in response to rotation of a button. In Diedrichsen, a window is 
selected by "pointing with the mouse onto the object and clicking." (Column 6, lines 17-18). 
There is no mention of highlighting a window border in response to the rotation of a button. 

Since neither Frederiksen nor Diedrichsen show or suggest highlighting a window border 
in response to the rotation of a button, their combination does not show or suggest the invention 
of claim 1. 

CLAIMS 5-8 

Claims 5-8 were rejected under 35 U.S.C. §102(e) as being unpatentable over Frederiksen 
in view of Diedrichsen. 

Independent claim 5 provides a method of producing a context menu on the display of a 
handheld device. The method includes detenrdning that a user has rotated a button on the hand- 
held device and in response to the user rotating the button, highlighting a window border. The 
method then determines whether a user has manipulated the button on the handheld device to 
satisfy a context menu gesture requirement. A context menu is displayed if the context menu 
gesture requirement has been satisfied. Displaying the context menu involves deternaining that 
the window border on the di^lay is highlighted before displaying the context menu and 
displaying a context menu that comprises at least one command that can be applied to the 



-7- 



highlighted window border rather than an area within the window while displaying at least part 
of the highlighted window. 

With the present amendment, the limitations of claim 12 have been added to claim 5. 

The combination of Frederiksen and Diedrichsen does now show or suggest the invention 
of claim 5 because neither reference shows or suggests highlighting a window border in response 
to a user rotating a button. In the Office Action, it was asserted that paragraph [0076] of 
Frederiksen showed highlighting a window border in response to a user rotating a button. 
Applicants respectfully dispute this assertion. 

Paragraph [0076] states that "Both the context sensitive pop-up window 46 and the 
ordinary menu item containing the pop-up window 40 may be escaped by moving the cursor 
outside the borders of the window or by pressing the "clear" key 12. The phone will then go back 
to the application related to the underlying display partly visible behind the pop-up window." 

The cited paragraph makes no mention of highlighting a window border in response to a 
user rotating a button. It does mention reverting to an application related to an underlying 
display when a cursor is moved outside of the border of a window. But it does not say that the 
cursor may be moved outside of the borders of a window by rotating a button and it does not say 
that a window in the underlying display is highlighted when the phone goes back to the 
application related to the underlying display. 

Similary, Diedrichsen does not show or suggest higjilighting a window border in response 
to a user rotating a button. 

Since neither Frederiksen nor Diedrichsen show or suggest highlighting a window border 
in response to a user rotating a button, the combination of these two references does not show or 
suggest claim 5 or claims 6-8, which depend therefi-om. 



CONCLUSION 

Based on the above remarks, claims 1, and 5-8 are patentable over the cited art. 
Reconsideration and allowance of the claims is respectfully requested. 
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The Director is authorized to charge any fee deficiency required by this paper or credit 
any overpayment to Deposit Account No. 23-1 123. 

Respectfully submitted, 

WESTMAN, CHAMPLIN & KELLY, P.A. 



By: 





Theodore M. Magee, R^. No. 39,758 
900 Second Avenue South, Suite 1400 
Mbtmeapolis, Mumesota 55402-3319 
Phone: (612) 334-3222 Fax: (612) 334-3312 
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